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m Responsive to communication(s) filed on 1 1/20/98 and 1/25/99 . ■ 



□ This action is FINAL. 

□ Since .his app,ica,,on „ in condition «o, aHowance ~™b T^T " " " 

in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 U.U. ■ J. 

37 CFR 1.136(a). 

Disposition of Claims . n ^ application . 

□ Claim(s) 454-575 

is/are withdrawn from consideration. 

Of the above, claim(s) . 

is/are allowed. 



□ Claim(s) 

H Claim(s) 454-575 

□ Claim(s) . 

□ Claims 



_ is/are rejected. 
_ is/are objected to. 



_ are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Approved disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C § 119 iq (a wd> 

□ Acknowledgement is made of a claim for foreign pnority under 35 U.S.C. § 1 19(a) (d). 

□ All DSome* ONone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) _ 



□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
•Certified copies not received: 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-1 52 
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fee se, forth in 37 CFR 1.17(r) has been timely paid, the finality of the previous Office action has, 
forasecond time, been withdrawn pursuant to 37 CFR 1.29(a). Applicant, submission filed 



1/20/98 has been entered. 



2 Applicant's response, filed 1 1/20/98, has been carefitlly considered with the following effect: 

Theobiections and rejections of the previous Office actionmailed 9/29/98, have been 
maintained. 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found 

in a prior Office action. 

4. Claims 459-472 and 474-575 are rejected under 35 U.S. C. 112, first paragraph, as 
containing subject matter which was not described i» the specification in suchaway as to 

was filed, had possession of the clatmed invention for reasons of record. This isa"new matter" 
rejection. 

Support was not found were indicated in the specification, nor elsewhere, for the 
following limitations in Claims 459-472 and 474-575: 

Claims 459-463, specific chemical compositions of linkages; 
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Art Unit 1634 

Claims 464-472, 482-569, specific identity of labels and points of attachment of the "SIG" 

moiety to internal phosphates; 

Claims 474-477 and 570-575, the "composition" limitation, in addition to the above 

identified limitations. 

5 . Applicant argues in the response, pages 30-32, that support was found in various portions 

.ovalentattachmentofaSlGmoietytoaphosphate moiety artd a SIG moiety to the oxygen on a 
phosphatemoiety. Note, there is no support for the attachment of the SIG moiety to the 
phosphate atom of the phosphate moiety, only to the oxygen atom. 

6 . Claims 454-575 are rejected under 35 U.S.C. 1 12, first paragraph, as contaming subject 
matter which was no, described in the specification in suchaway as to enable one skilled inthe 
art to which i, pertains, or with which it is most nearly connected, to make and/or use the 

invention, for reasons of record. 



7 . Applieantarguesthatmepriorart.suchasHalloran.supportsenablement.Thisargument 

is not persuasive for several reasons: 

atom of the phosphate moiety using a specific linker, a -C-(CH 2 ),-N- chain. In contrast, the 
claims are drawn to a much broader category, a generic "SIG" moiety and linkage, and specific 
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the claims. 

the polymerase mediated synthesis of the oligonucleotide. 

WhileA—teachesthat some ,abe,ed mononucleotide wil, be incorporated, 

^^^^^^^^^'^^ 

^etofemoodimentsomeseclaims.^s.nedattisanwo.dhavctoexpenmentwith 

protecting groups. 

9 Claira s454-5 7 5 a r e r e j e C tedunde r 35U,.C. § ,03fo r bein g un P a,en,ab,eovetGohl k e« 

a ,, U SPate„,4,378,458,3/1983, fi led3/ 1 98 1( GoM k e)inviewo f Sod j ae.a,.,Nu C ,eicAc 1 ds 

res^C^^S^l.^TSCSod^and^erinviewofapplieant'sadmissions. 
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outside the scope of the claims. 
Sodia reference, which has a closed ribose sugar ring. 

using the Gohlke labels. 

etal , Imm uno, W ) : 373-3 7 8,.96 6 orMi U ere t a 1 . 2 0( 7 ): 1 874,SS0, 1981 . 

v, ^nific labels (SIG moieties such as proteins and 
Both Halloran and Miller teach specific labels, 

'-""XL 
„, , — 

,-~ '"" 
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moi ety used as a .abdto toCion in fte daimed invention, 
evidence of obviousness. 

p.o^containsn.uch.norede.aiithan^foundinn.especificatio, 

^.nanCviousness^o, As stated in a previous office action: 
35U ,,.H 12 P^Un — 
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same t 



12 Paposrelatingtothisapplica.^^ 

are (703) 305-3014 and 308-4242. 

can also be reached on alternate Mondays. 

Scott Houtteman yJCT^ V 

February 1,1999 SC0TTW.H0UTTEMAN 

PRIMARY EXAMINER 



